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E>earSir: 

Appellants present this Reply Brief in response to the Examiner's Answer dated 14 
January 2003 and in support of the appeal from the final rejections of claims 23, 24, 30-32, 89, 
90, 92, 93» and 133-148 of the above-identified application under 35 U.S.C. § 102 (claims 23> 30, 
31' 89, 92, and 133-148) and 35 U.S.C. § 103 (claims 23, 24, 31, 32, 89, 90, 92, 93, and 133- 
148), as set forth in the Final Office Action mailed July 22, 2002 and maintained in the Advisory 
Action mailed October 4, 2002. Appellants incorporate by reference their Appeal Brief dated 23 
December 2003. 



n. RELATED APPEALS AND INTERFERENCES 

Akhough the Examiner stated that the parent (Serial No, 09/520,032) of the present 
application is currently on appeal to the Board of Patent Appeals and Interferences, Appellants 
note that in the parent application a Notice of Appeal and an Appeal Brief have been filed, an 
Examiner's Answer has been received, and a Reply Brief is being filed on even date herewith. 
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VI, ISSUEfS^ PRESENTED FOR REVIEW 

As noted in the Appeal Brief, Appellants appeal the following two issues: 

1. Whether claims 23, 30, 31, 89, 92, 134-136, 138-143, and 145-148 ai^ 
anticipated under 35 U.S.C. § 102(b) by U.S. Patent No. 3,312.583 (Rochlis *583, Appendix 

vm). 

2. Whether claims 23, 24, 31, 32, 89, 90, 92, 93, 134-136, 138-143, and 145-148 
are obvious und» 35 U,S.C- § 103(a) over U.S. Patent No. 3,3 12,583 (Rochlis '583). 

Appellants do not wish to appeal the provisional obviousness-type double patenting 
rejection of the claims over the parent (Serial No. 09/520,032) of the present application in view 
of Rochlis '583. In fact, in the Appeal Brief Appellants acknowledged the pending provisional 
obviousness-type double patent rejection over copending Application No. 09/520,032 and stated 
that, after patentability of the instant invention is confinned, a Terminal Disclaimer will be filed 
if such a rejection is maintained. This is not an admission that a Terminal Disclaimo- is 
necessary; rather. Appellants will make such a submission merely to expedite prosecution. 



Vm. ARGUMENT 

Appellants continue to traverse each of the rejections and disagree with the Examiner's 
position and assertions. 

A, Claims 23, 30>3L 89. 92. 134-136, 138-143, and 145-148 are not anticipated 
under 35 V.S.C. S 102(b) bv Rochlis ^583. 

Appellants traverse the Examinw's continued rejection of these claims under 35 U. S.C. § 
102(b) over Rochlis '583. Specifically, Appellants would like to make the following additional 
points and address certain Examiner's statements. 

Each of Appellants' independent claims recites a production tool for manufacturing an 
abrasive article, wherein the production tool has a plurality of cavities, each of which has a singK 
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opening. Appellants' claims recite that each cavity has a single opening. According to the 
Random House College Dictionary, "single" is defined as "one only; only one in number" (copy 
previously sent with Appeal Brief), 

In contrast, the mold disclosed in Rochlis '583 requires a laminate construction with 
multiple openings (i.e., openings between the layers in addition to the opening through which 
mold material enters the cavity) (col. 3, lines 40-49). Specifically, these openings between the 
mating sur&ces of the laminations allow that "air or gas evolved in the molding or hardening 
procedure may escape" (coL 13, lines 70-73). There is no disclosure in RocbJis '583, however, 
lhat any cavity, let alone each of the cavities, has only a single opening. That is, there is no 
disclosure that Rochlis '583 has laminated mold constructions without openings between the 
mating surfaces of the laminations. Furthermore, there is no disclosure that Rochlis '583 has 
mold constructions with a single opening. 

In response to the Examiner's statement at page 12 of the Examiner's Answer that Rochlis 
'583 docs not disclose that allowing air or gas to escape is critical or required for the operation of 
the apparatus, Appellants disagree. At column 14, lines 19-26, Rochlis '583 states that allowing 
air and gas to escape is an "important aspect" of the invention and that no gas can accumulate in 
"any embodiment" : 

An important aspect of the present invention, in regard to method and 
apparatus, resides in the fact that the assembly of a lamination of notched mold 
plates permits air or other gas to escape during the molding and setting opration. 
Thus, there is no possibility of such gas accumulation tending to mar the 
individual outlines of the pile elements or components, in any embodiment of the 
product (emphasis added). 

Furthermore, Appellants respectfully submit that it is inappropriate for the Examiner to 
allege that a positive teaching of embodiments with a single opening results from the use of the 
phrase "most embodiments" in the context of permitting air or gas to escape (column 3, lines 40- 
46 of Rochlis) and the term "muay" in the context of air or gas escaping (column 13, lines 70-75). 
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That is, it is inappropriate for the Examiner to take these statements out of context and 
necessarily interpret them to mean that "in the embodiments (in oj^sitipn to 'most 
embodiments') where there are no openings to permit air or other evolved gas to escape, each 
cavity has a single opening" (page 1 0 of Examiner's Answer). 

It is respectfully submitted that the entire document must be read tor a positive teaching 
of the "embodiments in opposition to most embodiments." There is no such teaching, Rochlis 
*583 does not disclose any embodiments of mold constructions that would not be laminated and 
that would not have openings between the mating surfaces of the laminations* Thus, the 
Examiner's assertion at page 1 1 of the Examiner's Answer that Rochlis '583 "is enabling for 
making a laminated mold or production tool without vent openings which would define each 
mold cavity with a single opening" must be vsHfhdrawn. 

Appellants also traverse the assertion that the vent openings are not part of the mold 
cavities simply because th^ do "not perform any shaping function" (page 9 of the Examiner's 
Answer). Rochlis '583 clearly states that the vent openings are provided to prevent entrapment of 
gas "in the mold cavity in a manner to possibly alter the shcq^c or size of the pile elements" 
(column 3, lines 47-48), In other words, the vent openings allow gas to escape fiom the cavities 
to allow them to fill properly. As a result, any assertion that the vent openings are not located in 
the cavities is simply not supported by Rochlis '583 and must be withdrawn. 

B, Claims 23, 24. 31> 32> 89, 90. 92. 93. 134-136. 138-143. and 145-148 are not 
obvious under 35 U.S.C, S 103 over Rochlis *S83. 

Appellants traverse the Examiner's continued rejection of these claims under 35 U-S.C- § 
103 over Rochlis '583- Specifically, Appellants would like to make the following additional 
points and address certain of the Examiner's statements. 

Rochlis '583 does not explicitiy teach or suggest a production tool with any cavity having 
only a single opening, let alone each of a plurality of cavities having only a single opening* 
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The Examiner stated at pages 1 1-12 of the Examiner's Answer that 'taodifying the 
production tool of Rochlis (-583) with the alternatives disclosed by Rochlis (-583) has clear 
motivation since Rochlis (-583) explicitly discloses that the production tool can be modified with 
such disclosed alternatives." Although it is not entirely clear firom the Examiner's Answer, it is 
believed that these "alternatives*' are those that are discussed above - "m the embodiments (in 
opposition to "most embodiments') there are no openings to permit air or other evolved gas 
to escape, each cavity has a single opening." Again, even in an obviousness rejection, it is 
inappropriate for the Exammer to make such a definitive inference fi-om the use of the words 
"most" and "may" instead of depending on the specific disclosure of a description of what those 
"other" embodiments would be. There is no such disclosure in Rochlis *583. Thus, one of skill 
in the art would not be motivated to make a mold or production tool for manufacturing an 
abrasive article with a single opening as a result of the teachings of Rochlis '583 based on the 
"disclosed altranatives". This rgection must be withdrawn. 



Received from<1 612305 1228>at 3/12/032:59:31 PM [Eastern Standard Time] 



^y/1 2/g3 WED 14:04 FAX 1 81i 305 1228 MITETING & RAASCH IgjOO? 



i^iAR 1 3 20G3 

Reply Brief Under 37 C Jf.IL §lJ93(b)(l) — ' - Page 6 of 6 

Serial No.: 09/955,604 
ConfirmalionNo.: 1214 
Filed: 1 9 September 2001 

For: TOOLS TO MANUFACTURE ABRASIVE ARTICLES 



C> Summary 

For the reasons provided herein and in the Appeal Brief dated 23 December 2003, 
Appellants respectfully submit that pending claims are patentable in view of the cited references. 
Review and reversal of the rejections are respectfidJy requested. 

Respectfully submitted, 

HOOPMAN et al., 
By their attorneys, 

Mueting, Raasch & Gebhardt, PA. 
P.O. Box 581415 
Minneapolis, MN 55458-141 5 
(612)305-1220 
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